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To: Mail Stop AF 

Commissioner of Patents and Trademarks 
P.O. Box 1450 
Alexandria, VA 223 13-1450 



From: Rocco L. Adomato (Tel. 509-324-9256; Fax 509-323-8979) 

Lee & Hayes, PLLC 
421 W. Riverside Avenue, Suite 500 
Spokane, WA 99201 



REMARKS 

The Pre-Appeal Panel (hereinafter “Panel”) is respectfully requested to 
consider this Request, which is submitted in accordance with the Pre-Appeal Brief 
Conference Program rules. A summary of the claim rejections is provided in the 
Final Office Action dated October 26, 2006, on pages 2-17 thereof (hereinafter 
“Office action”). The Applicant summarized the rejections of record in this 
Request as well. The pending claims 1-26 are as provided in the Response filed 
with the Office on August 2, 2006. The Panel is requested to reconsider the 
rejections of record in view of the following comments and the arguments 
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currently of record. Because of the requirements of brevity, Applicant will discuss 
only independent claims 1, 8, 9, 12, 16 and 20. 
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Non-compliance due to Incorrect Status Identifier of claim 12 

The Examiner has stated that the Response filed on August 2, 2006 is non- 
compliant because the status identifier of claim 12 was erroneously indicated as 
“Currently Amended” instead of “Original” (page 2 of Office action). Applicant 
acknowledges that the status identifier of claim 12 was indicated in error, and that 
the correct status identifier should be indicated as “Original”. 

Applicant respectfully requests that an Examiner’s amendment be made to 
correct the status identifier of claim 12 to “Original”. Applicant believes that the 
above-requested Examiner’s amendment is consistent with the provisions of 
MPEP 714 II. E. In the alternative, the Applicant respectfully requests that the 
non-compliance issue be held in abeyance until a decision has been made by the 
Panel regarding the other substantive matters of this Pre- Appeal Brief Request. 

Rejection of independent claims 1, 8, 9, 12, 16 and 20 

Independent claims 1, 8, 9 and 20 stand rejected under 35 U.S.C. §102(a) as 
being anticipated by U.S. Patent Publication No. 2005/0010586 to Ishidera 
(hereinafter “Ishidera”). 

Independent claims 12 and 16 stand rejected under 35 U.S.C. § 103(a) as 
being unpatentable (i.e., obvious) over Ishidera, in view of U.S. Patent Publication 
No. 2003/0185368 to Bradfield et al. (hereinafter “Bradfield”). 

An Affidavit under 37 CFR § 1.131 was filed with the Office on August 2, 
2006, to overcome Ishidera as a reference against the pending Application. 
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However, the Examiner has asserted that the evidence submitted in support of the 
Affidavit (i.e., showing of facts) is insufficient to prove due diligence under Rule 
131 (pages 2-3 of Office action). Applicant respectfully disagrees with the 
Examiner and asserts that the respective time periods cited to in the Office action 
constitute a misapplication of the due diligence requirement. Applicant further 
argues and urges as provided below; 

Ishidera is a Continuation of Application No. PCT/JP02/010601, which 
bears a publication date of August 28, 2003. Thus, Applicant asserts that the 
effective date of Ishidera as a reference under § 102 is August 28, 2003. 

MPEP 715.07(a) states, in pertinent part: 



“Under 37 CFR 1.131, the critical period in which diligence must be shown 
begins just prior to the effective date of the reference or activity and ends 
with the date of a reduction to practice, either actual or constructive (i.e., 
filing a United States patent application). Note, therefore, that only 
diligence before reduction to practice is a material consideration. The 
“lapse of time between the completion or reduction to practice of an 
invention and the filing of an application thereon” is not relevant to an 
affidavit or declaration under 37 CFR 1.131. See Ex parte Merz, 75 USPQ 
296 (Bd. App. 1947).” (Emphasis added.) 



The Showing of Facts submitted with the Affidavit indicates, at least in 
part, as follows: 



• On August 27, 2003, the Inventor met with outside counsel to disclose the 
invention. 

• On September 5, 2003 (nine days later), outside counsel transmitted an 
Administrative Summary document to Applicant, including the date of the 
invention disclosure meeting. 
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• On October 5, 2003 (thirty days later), the Inventor received a draft of the 
Patent Application from outside counsel. 

• On October 9, 2003 (four days later), the Inventor received a second draft 
of the Patent Application from outside counsel. 

• On October 10, 2003 (one day later), the instant Application was filed with 
the Office. 

Thus, in view of the foregoing and as supported by the evidence of record, 
a total of forty-four days transpired between the disclosure meeting between the 
Inventor and outside counsel (August 27, 2003) and the filing of the pending 
Application with the Office (October 10, 2003). Thus, Applicant asserts that due 
diligence was done and has been proved by sufficient evidence in accordance with 
the requirements of 37 CFR § 1.131. 

Applicant also asserts that such due diligence began at least on August 27, 
2003, the day prior to the effective date of Ishidera as a reference under §102. 
Thus, the requisite due diligence began just prior to the effective date of Ishidera 
in accordance with MPEP 715.07(a). 

For at least the foregoing reasons, as well as for other reasons argued 
previously in prosecution. Applicant respectfully requests that Ishidera be 
removed as a reference against the Application. Applicant further requests that all 
claim rejections based in whole or in part on Ishidera be withdrawn. Applicant 
further urges that the pending Application be forwarded to allowance. 
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In accordance with the above, the Panel is respectfully requested to reconsider 
and withdraw the rejections of the claims. Applicant further asserts that the pending 
claims are in condition for allowance. Applicant respectfully requests 
reconsideration and prompt allowance on the subject Application. 

Respectfully Submitted, 

Dated: ^^0“ By: 

Reg. No. 40,480 
(509) 324-9256 
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